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Period for Reply 

A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTH(S) FROM 
THE MAILING DATE OF THIS COMMUNICATION. 

- Extensions of time may be available under the provisions of 37 CFR 1 .136(a). In no event, however, may a reply be timely filed 
after SIX (6) MONTHS from the mailing date of this communication. 

- If the period for reply specified above is less than thirty (30) days, a reply within the statutory minimum of thirty (30) days will be considered timely. 

- )f NO period for reply is specified above, the maximum statutory period will apply and will expire SIX (6) MONTHS from the mailing date of this communication. 

- Failure to reply within the set or extended period for reply will, by statute, cause the application to become ABANDONED (35 U.S.C. § 133). 

- Any reply received by the Office later than three months after the mailing date of this communication, even if timely filed, may reduce any 
earned patent term adjustment See 37 CFR 1.704(b). 

Status 

1 )I3 Responsive to communication{s) filed on 21 May 2003 . 
2a)M This action is FINAL. 2b)n This action is non-final. 

3) n Since this application is in condition for allowance except for formal matters, prosecution as to the merits is 

closed in accordance with the practice under Ex parte Quayle, 1935 CD. 1 1 , 453 O.G. 213. 
Disposition of Claims 

4) ^ Claim(s) 1-35 is/are pending in the application. 

4a) Of the above claim(s) is/are withdrawn from consideration. 

5) n Claim(s) is/are allowed. 

6) 13 Claimfs) 1-35 is/are rejected. 

/)□ Claim(s) is/are objected to. 

C]aim{s) are subject to restriction and/or election requirement. 

Application Papers 

9)0 The specification is objected to by the Examiner. 

10) D The drawing(s) filed on is/are: a)n accepted or bjD objected to by the Examiner. 

Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1 .85(a). 

11) n The proposed drawing correction filed on is: a)n approved b)n disapproved by the Examiner. 

If approved, corrected drawings are required in reply to this Office action. 

12) 0 The oath or declaration is objected to by the Examiner. 
Priority under 35 U.S.C. §§119 and 120 

13) n Acknowledgment is made of a claim for foreign priority under 35 U.S.C. § 1 19(a)-(d) or (f). 

a)nAII b)n Some*c)n None of: 

1 .□ Certified copies of the priority documents have been received. 

2. n Certified copies of the priority documents have been received in Application No. . 

3. n Copies of the certified copies of the priority documents have been received in this National Stage 

application from the International Bureau (PCT Rule 17.2(a)). 
* See the attached detailed Office action for a list of the certified copies not received. 

14) n Acknowledgment is made of a claim for domestic priority under 35 U.S.C. § 11 9(e) (to a provisional application). 

a) D The translation of the foreign language provisional application has been received. 

15) D Acknowledgment is made of a claim for domestic priority under 35 U.S.C. §§ 120 and/or 121. 
Attachment(s) 

1) □ Notice of References Cited (PTO-892) 4) □ Interview Summary (PTO-413) Paper No(s). . 

2) □ Notice of Draftsperson's Patent Drawing Review (PTO-948) 5) □ Notice of Informal Patent Application (PTO-152) 

3) ^ information Disclosure Statement(s) (PTO-1449) Paper No{s) 2/20/03 . 6) □ Other: 
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DETAILED ACTION 
Claim Rejections - 35 USC § 102 

The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action; 
A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
States. 

1) Claims 1, 6-13, 16-18, 20-25 rejected under 35 U.S.C. 102(b) as being 
anticipated by Figge (US 2,992,647). Figge discloses cigarette comprising heat 
degradable filler particles in the cigarette paper wrapper, which are melted/dissipated 
during smoking of the cigarette (Column 2, lines 50-72); results in an increased porosity 
of the cigarette paper (Column 2, lines 55ff), 

As for claims 6-8 and 21-22, the particles may dissipate in a temperature 
between 35 to 250X (Column 2, line 63ff). 

As for claims 9-1 1 and 23-25, the heat degradable filler particles may be 
polyethylene cellulose or monosodium phosphate (MSP) (Column 2, lines 66ff). 

As for claims 12-13, as shown by Figge (Column 3, lines 22-46), the heat 
degradable filler particles will dissipate at Applicant's claimed distance depending on the 
melting point of the filler particle. 

As for the method claims 16 and 17, the active steps of providing cut filler and 
placing a wrapper around the tobacco rod are inherent steps in making a cigarette. 

2) Claims 1,6-8, 12, 16-18, 20-22 rejected under 35 U.S.C. 102(b) as being 
anticipated by Adam et al (US 4,784,164). Adams discloses cigarette comprising heat 



Application/Control Number: 09/987,735 Page 3 

Art Unit: 1731 

degradable filler particles in the cigarette paper wrapper, which are melted/dissipated 
during smoking of the cigarette (Abstract), to open the perforations blocked by the heat 
degradable filler particles. The unplugging of the perforations due to the melting of the 
heat degradable filler particles results in an increased porosity of the cigarette paper. 

As for claims 6-8 and 20-22, the particles may dissipate in a temperature 
generally above 50°C but below 150^C (Column 4, line 5ff). 

As for claims 12, as shown by Adam above, it is inherent thatthe heat degradable 
filler particles will dissipate at Applicants claimed distance as evidenced by Figge(See 
Column 3, lines 22ff of Figge). 

As for the method claims 16 and 17, the active steps of providing cut filler and 
placing a wrapper around the tobacco rod are inherent steps in making a cigarette. 
3) Claims 1, 3, 4 10, 14-18, 24 and 26-27 are rejected under 35 U.S.C. 102(b) as 
being anticipated by Tamol (US 3,526,904). Tamol discloses cigarette comprising heat 
degradable filler particles (polyethylene oxide) in the cigarette paper wrapper, which are 
melted/dissipated during smoking of the cigarette (Abstract), to open the perforations 
blocked by the heat degradable filler particles. The unplugging of the perforations due 
to the melting of the heat degradable filler particles results in an increased porosity of 
the cigarette paper. 

As for claim 3-4, air dilution increase from 19% to 42% (Example 3). 

As for claim 2, in view that Tamol provides shares the same air dilution as 
claimed by applicant, the claimed porosity would be inherent in Tamol. 
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As for claim 14-15 and 26-27, a size parameter of the particle may be 3 to 60 
microns (Column 5, line 75), 

As for the method claims 16 and 1 7, the active steps of providing cut filler and 
placing a wrapper around the tobacco rod are inherent steps in making a cigarette. 

Claim Rejections - 35 USC § 103 

The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

4) Claims 2-5, and 19 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Figge (US 2,992,647). As pointed out by Figge, as the heat degradable filler 
particles dissipate, perforations on the wrapper will open resulting in an air dilution that 
would prevent the combustion temperature of the cigarette to exceed 650-700X 
(Column 2, Iines21ff). Figge also teaches that combustion temperatures above 700'C 
produce major quantities of carcinogens (Column 4, lines 44-46) and thus it is 
advantageous to prevent the combustion temperature from exceeding 700'C . In view 
that air dilution may be used to accurately control the combustion temperature range 
(Column 4, lines 42-43) and that applicant's combustion temperature is maintained at 
about 600 to 750''C, one of ordinary skill in the art at the time the invention was made 
would have provided air dilution and porosity as claimed by Applicant to control the 
combustion temperature from going above 700'C because it would prevent major 
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quantities of carcinogens to be produced that result from a combustion temperature 
above 700X. 

5) Claims 1, 9, 10, 16-18, 23-24, and 28-35 are rejected under 35 U.S.C. 103(a) as 
being unpatentable over Dashley et a! (US 4,607,647). Dashley teaches adding a heat 
degradable filler particle, ethylene vinyl acetate (EVA), to a cigarette wrapping paper 
(Abstract). Dashley is silent disclosing the heat degradable filler particle capable of 
being dissipated during smoking to increase the porosity of the cigarette paper wrapper. 
In view that Dasley meets the limitations of claims 1 , 16, and 18, reciting a cigarette 
paper wrapper having a heat degradable filler particle which is defined by Applicant to 
include EVA, it would be obvious to one of ordinary skill in the art that the additional 
limitation of increasing the porosity of the cigarette paper wrapper would be expected in 
the Dashley cigarette paper wrapper. 

As for claim 16-17, the steps of providing a cut filler to form a tobacco rod, 
placing the paper wrapper around the tobacco rod to form a cigarette, lighting the 
cigarette, and inhaling the smoke is well known in the art. 

As for claim 28, Dashley teaches that the heat degradable filler particle may be 
added to in the papermaking stage (Column 2, lines 1 1-13), thus it would be expected 
that the heat degradable filler particle would be added to the feedstock, a known 
conventional point of addition for additives in the papermaking art. 

The term "up to" may include zero as its lower limit (In re Mochel (CCPA) 176 
USPQ 194, the mere presence of EVA meets the limitations set forth in claims 29-30. 
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As for claim 31-32, the claimed size of the cellulose would be expected to have 
the claimed size range. 

As for claims 33-35, the cellulose would dissipate at the claimed temperature 

range. 

6) Claims 1,10, 16-18, and 24 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Barnes et al (US 5,105,837). Barnes teaches adding a heat 
degradable filler particle, disodium phosphate, to a cigarette wrapping paper (Claim 8). 
Barnes is silent disclosing the heat degradable filler particle capable of being dissipated 
during smoking to increase the porosity of the cigarette paper wrapper. In view that 
Barnes et al meet the limitations of claims 1,16, and 18, reciting a cigarette paper 
wrapper having a heat degradable filler particle which is defined by Applicant to include 
disodium phosphate, it would be obvious to one of ordinary skill in the art that the 
additional limitation of increasing the porosity of the cigarette paper wrapper would be 
expected in the Barnes et al cigarette paper wrapper. 

As for claim 16-17, the steps of providing a cut filler to form a tobacco rod, 
placing the paper wrapper around the tobacco rod to form a cigarette, lighting the 
cigarette, and inhaling the smoke is well known in the art, 

7) Claims 1,9, 11, 16-18, and 23 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Peterson et al (US 5,878,754). Barnes teaches adding a heat 
degradable filler particle, ethyl cellulose, to a cigarette wrapping paper (Claim 6). 
Peterson et al is silent disclosing the heat degradable filler particle capable of being 
dissipated during smoking to increase the porosity of the cigarette paper wrapper. In 
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view that Barnes et al meet tine limitations of claims 1,16, and 18, reciting a cigarette 
paper wrapper having a heat degradable filler particle which is defined by Applicant to 
include ethyl cellulose, it would be obvious to one of ordinary skill in the art that the 
additional limitation of increasing the porosity of the cigarette paper wrapper would be 
expected in the Barnes et a! cigarette paper wrapper. 

As for claim 16-17, the steps of providing a cut filler to form a tobacco rod, 
placing the paper wrapper around the tobacco rod to form a cigarette, lighting the 
cigarette, and inhaling the smoke is well known in the art. 

Response to Arguments 

Applicant's arguments filed May 21 2003 have been fully considered but they are 
not persuasive. Applicant's arguments in regards to Tamol, Figge, Adam, Dashley and 
Barnes all fail to disclose a cigarette wrapper having heat degradable filler particles, do 
not comply with 37 CFR 1 .1 1 1 (b) because they amount to a general allegation that the 
claims define a patentable invention without specifically pointing out how the language 
of the claims patentably distinguishes them from the references. Applicant is 
considering the term "filler particles" as those particles in the interstices of the paper 
fibers forming the cigarette paper. The claims do not limit the term "filler particles" to 
said definition and is deemed as reading on the above references. Although the claims 
are interpreted in light of the specification, limitations from the specification are not read 
into the claims. See In re Van Geuns, 988 F.2d 1181, 26 USPQ2d 1057 (Fed. Cir. 
1993). 
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Conclusion 



THIS ACTION IS MADE FINAL Applicant is reminded of the extension of time 
policy as set forth in 37 CFR 1 .136(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within 
TWO MONTHS of the mailing date of this final action and the advisory action is not 
mailed until after the end of the THREE-MONTH shortened statutory period, then the 
shortened statutory period will expire on the date the advisory action is mailed, and any 
extension fee pursuant to 37 CFR 1 .136(a) will be calculated from the mailing date of 
the advisory action. In no event, however, will the statutory period for reply expire later 
than SIX MONTHS from the mailing date of this final action. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Carlos Lopez whose telephone number is (703) 605- 
1 174. The examiner can normally be reached on Mon.-Fri. Sam - 5pm. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Steven Griffin can be reached on (703) 308-1 164. The fax phone numbers 
for the organization where this application or proceeding is assigned are (703) 305-7718 
for regular communications and (703) 305-3599 for After Final communications. 

Any inquiry of a general nature or relating to the status of this application or 
proceeding should be directed to the receptionist whose telephone number is (703) 308- 
0651. 



STEVEN P. GRIFFIN 
SUPERVISORY PATENT IKAMINP 
TECHNaOGYCENWr/ee 




